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The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-five years of existence the Association has been accumulating compre- 
hensive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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TRADE-MARKS FOR PERIODICALS 


PART I 


TRADE-MARKS FOR PERIODICAL PUBLICATIONS 


It is well known that titles of magazines are considered as trade-marks and pro- 
tected by the common law as such. They are admitted to registration in Class 38 
which covers Prints and Publications.’ This is also true of the British law.* The 
Trade-Marks Acts of Great Britain and the British Dominions and Colonies admit 
titles of magazines to registration as trade-marks for publications in Class 39; 
Paper, stationery and bookbinding, or the new Class 16, established by the Act of 
1938, which includes specifically: Printed matter, newspapers and periodicals, and 
books. The situation is the same throughout the world, and particularly in Latin 
America. In many of these countries even titles of books, plays and motion pictures 
may be registered as trade-marks. 

Recently, three countries in Latin America have been following a theory which 
is patently wrong. The Mexican Patent Office about three years ago took the 
position that titles of magazines are not registrable as trade-marks and can only be 
protected by the copyright law. It is true that the Mexican Copyright Law (which 
forms a section of the Civil Code of Mexico) contains Article 1184 which provides 
as follows: 


Persons who have made the required deposit have the exclusive right to use the title or 
heading of a periodical during the entire period of its publication. 


This indicates that titles of periodicals are protected by the copyright law. 
However, this is subject to the publisher’s complying with the provisions of the law 
on deposit or registration of the copyright. These provisions require that the 
deposit shall be made within three years from publication. If the publishers of an 
American magazine have not registered the copyright in their magazine within this 
period, they are not entitled to the protection of the copyright law with respect to 
the title. 

But even though a publisher of an American magazine should obtain a regis- 
tration of the copyright in the magazine in Mexico, there is some question as to 
whether he would be entitled to the benefit of the above Article 1184 of the Mexican 
law. Indeed, Article 1243 of the law provides that foreign authors, in the absence of 
treaties, “shall enjoy the same rights as nationals, provided the same rights are 
granted to Mexican authors in their country.” Our copyright law does not protect 
titles of magazines and therefore the specific reciprocity required by Article 1243 of 
the Mexican law does not exist. It might be argued, however, that we protect 
Mexican titles of magazines under our trade-mark law and therefore there is 
equivalent protection. 


1. Shoemaker (Trade-Marks, 1931) publishes in Vol. II, pp. 1017-1018 specific descriptions 
of goods classified in Class 38 by the Patent Office. This includes: Almanacs, annual publications, 
book series, calendars and catalogs, daily newspapers, engineering bulletins, financial publications, 
lithographs, maps, monthly magazines, music books, newspaper sections, pamphlets, scientific peri- 
odicals, serial publications, trade journals, weekly periodicals, etc. 

2. Kerly, The Law of Trade-Marks and Trade-Names, 6th ed., 1927, p. 600. 
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The fact, however, that the Copyright Law of Mexico protects titles of 
periodicals does not necessarily mean that such titles are not registrable as trade- 
marks. There may be periodicals or other publications that cannot be registered 
under the copyright law, for instance, because they do not contain original matter, 
or there may be periodicals, the first issue of which has not been registered within 
the three-year period provided for by the copyright law ; or the publishers may wish 
to obtain the additional protection of the trade-mark law against confusingly similar 
titles. The fact is that the official classification of the Mexican Trade-Mark Law 
includes Class 38 for Prints and Publications corresponding to the United States 
Patent Office classification. And for many years past, the Mexican Patent Office 
has registered marks for periodicals, magazines, etc. 

The recent position of the Mexican Patent Office in objecting to the registration 
of such titles as trade-marks has not been challenged as yet. Its objections in certain 
cases of applications for registration of such titles were overcome by the registration 
of the titles with respect to the entire Class 38 without specifying magazines. No 
case has come up as yet which involved action based on a registered trade-mark 
being the title of a magazine. Ultimately, the question will have to be determined 
by the Federal Court of Mexico, on appeal from a decision of the Patent Office. 

In Colombia, the Patent Office has been vacillating in recent years on the ques- 
tion whether titles of magazines may be registered as trade-marks. A decision of 
December 15, 1941, by the Chief of Industrial Property is not a clear-cut ruling on 
this point. This decision involved two applications for registration of the names 
“Madre” (Mother) and “Dias Santos” (Holy Days) as titles of reviews, filed in 
Class 14, which is a special class in the Colombian official classification for regis- 
tration of “Commercial Names; signs for shops, stores, clubs, associations, etc.” 

The decision denied registration to these titles on several grounds. It first 
refers to the fact that Article 53 of the Colombian Copyright Law of 1186 provides: 


When the title of a work is not generic but individual and characteristic, as happens 
especially in the case of names of periodicals and reviews, this title cannot be adopted for 
another analogous work without the competent permission of the proprietor, if both works 
might be confused by the public or the second might be considered as a reappearance of the 
first, which would constitute a case of fraud. 


The decision states that under this article titles of magazines are protected by 
the copyright law insofar as they are distinctive and charactertistic and cannot be 
registered in the Office of Industrial Property. However, the decision also is based 
on the further grounds: 


1. That the titles in question were filed for registration in Class 14 which covers entirely 
different matters ; 

2. That under Article 15 of the General Inter-American Convention for Trade-Mark and 
Commercial Protection signed at Washington in 1929 and ratified by Colombia in 1936 
defining commercial names, the words “Madre” and “Dias Santos” cannot be con- 
sidered as such as they are distinctive and characteristic titles of magazines ; 

3. That the applications have been opposed by a lady who had prior use of these titles as 
names of two reviews of her own that were registered under the copyright law. 


The decision also points out that the official trade-mark classification contains 
Class 18 covering “Supplies and materials for printers, bookshops, stationers, etc.,” 
and including particularly “books, prints and reproductions, paper and paper goods.” 
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The fact that the Industrial Property Office granted registration to the trade-mark 
“Life” to cover reviews, periodical publications, and periodicals, and in general 
printed matter in Class 18, is explained in the decision as due to the fact that the 
mark was not applied for as an individual and characteristic name of a definite maga- 
zine or periodical publication, but to distinguish articles in Class 18 generically con- 
sidered. It is conceded, however, that this was not the case with the trade-marks 
“The Reader’s Digest” and “Selecciones del Reader’s Digest” destined to distinguish 
two reviews which use these distinctive titles, but it is acknowledged that this was an 
error and such error should not be persisted in and lead to the registration of 
“Madre” and “Dias Santos,” particularly since these were not applied for in Class 18. 

This last sentence of the decision indicates its vacillation. Would the Chief of 
Industrial Property have granted registration to these titles if the applications were 
filed in Class 18 and if there were no opposition by the prior user? The fact is that 
since the above decision of December 15, 1941, the Industrial Property Office has 
granted registration to titles of magazines when filed for all goods in Class 18. 

There would appear to be a conflict between Article 53 of the Copyright Law of 
1886 and the Trade-Mark Law which institued the official classification containing 
Class 18 that specifically inludes books, prints, etc., unless the two previsions may 
be made to harmonize by proper interpretation. 

It will be noted, indeed, that Article 53 of the copyright law applies not only to 
titles of periodical publications but to titles of all copyrighted works. It is essentially 
a provision against unfair competition. It is prohibited to use the title of a copy- 
righted work: 


(1) when such name is distinctive and not generic ; 

(2) when it is adopted for an analogous work without the permisssion of the copyright 
owner ; 

(3) when the use of such name may cause confusion between the two works amounting to a 
case of fraud. 


The provision may apply to the title of a novel or a play which may be issued 
only once and its purpose is essentially to protect the moral right of the author 
against the confusion that may arise in the public’s mind if another work with the 
same title would give the impression that it is the work of the first author. 

The publication of periodical publications is an industry and the protection of 
the title of such publications involves the preservation of good will the same as the 
protection of any other kind of trade-marks. Titles of periodicals should be ad- 
mitted to registration as trade-marks regardless of the above provision of the copy- 
right law. 

The same question came up in Ecuador in recent years. In that country, the 
Copyright Law of 1887 contains the following provision in Article 31: 


The owner of a periodical has a right to oppose the establishment of another with the 
same title. 


This protection of the title by the copyright law is, however, limited to “the same 
title” and does not cover the case of a confusingly similar title. It is also limited to 
periodicals copyrighted under the law in Ecuador. 

The trade-mark law of Ecuador does not provide for an official classification of 
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products. Applications for registration of trade-marks may cover any list of goods. 
The law, however, protects only the manufacturer or producer in respect of the 
articles of “his manufacture.’”’ In other words, only manufacturers’ marks are 
registrable in Ecuador. 

The Trade-Mark Office took the position recently that periodicals are not manu- 
factured products; that they are literary productions and therefore titles of peri- 
odicals are not registrable as trade-marks and may be protected only under Article 
31 of the Copyright Law. This position of the Office was overcome by argument 
in the past and registrations of titles of periodicals as trade-marks were granted. 

With the establishment of a Leftist Government in Ecuador last May, and under 
the pressure of certain foreign ambassadors, it is reported, who were supporting the 
interests of publishing firms of their nationals who desired to distribute in Ecuador 
magazines with titles infringing titles of American magazines, action was taken 
against American trade-mark registrations as reported elsewhere in this issue. At 
the same time, new: trade-mark applications in respect of titles of magazines were 
rejected on the ground that periodicals are literary productions and not industrial 
products. Arguments were filed with the Minister of National Economy and he 
agreed to create a Trade-Mark Board to advise him on this matter. It is hoped 
that such a board will be created soon and wise counsel will prevail. 

In all three countries discussed above, Mexico, Colombia and Ecuador, there 
appears to be a clear misconception of the issue involved. The authorities appear to 
be impressed by the fact that the contents of periodical publications are literary or 
artistic matter and conclude that the titles of such publications partake of the 
literary character. This of course is not the case. The Copyright Laws and the 
Pan American Copyright Convention of 1910 protect literary and artistic works, or 
creations. The title is not a work or creation. It is, as in connection with other 
categories of products, a sign or name by which the periodical publication of a pub- 
lishing firm is distinguished from similar publications of others. 

The publishing of a magazine is an industry and the magazine is a product of 
industry. In an argument filed in Ecuador, it was pointed out that in modern times 
the publication of periodicals, reviews and newspapers is not different in essence from 
the manufacture, for instance, of writing paper. The Minister was invited to visit 
the building of the newspaper El Comercio, and look over the investment involved 
in machines, pressmen, linotypists, delivery men, paper, ink, and see for himself 
whether this set-up was in any way different from that of any other factory, for 
instance, a shoe factory, or a factory for toilet articles. The manufacture of a maga- 
zine is a very intricate industrial operation and its product is just as much of an in- 
dustrial product as a product of any other industry. The fact that the ultimate 
product, i.e., the magazine, serves an intellectual purpose rather than a material pur- 
pose is of no significance since it is the nature of the product rather than its destination 
which is relevant. The legislator certainly intended that titles of magazines could 
be registered as trade-marks, judging from the fact that in all countries of the world 
where there is an official classification, printed publications are included in one of 
the classes with respect to which trade-marks may be registered. 


SS S. P. aa 
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DECISION IN EGYPT ON TRADE-MARK INFRINGEMENT AND 
UNFAIR COMPETITION 


A recent decision in Egypt illustrates the present application of the law of trade- 
marks and unfair competition by the Mixed International Courts in view of the en- 
actment of the Trade-Mark Registration Act of July 9, 1939. The facts were as 
follows: Société Reckitt & Colman have been manufacturing and selling a silver 
cleanser for many years past under the trade-mark “Silvo” which they filed for 
registration under the new Act on January 5, 1941. Prior to the grant of this regis- 
tration, they brought action against the manufacturers, Yacoubian and Madghachian, 
and the distributors, H. Develian & Co., of a similar product using the trade-mark 
“Silvex” put up in similar boxes with labels closely resembling the “Silvo’’ labels. 
In accordance with the civil law procedure in Eygpt, the action was initiated by a 
petition for preliminary seizure of the infringement followed by a court action for 
confirmation of seizure and by the usual prayers of trade-mark infringement and 
unfair competition. 


The Mixed Commercial Tribunal of Alexandria by decision dated June 12, 1944, 
held as follows: 


(1) In accordance with Art. 35 of the Law of 1939, a preliminary seizure can be authorized 
only upon production of the certification of registration of the trade-mark. As the 
plaintiff’s trade-mark was not yet registered, the seizure was not authorized. 

(2) The trade-marks of both parties “Silvo” and “Silvex” are derived from the English 
word “Silver” and they apply to silver cleansers. The fact that the plaintiff called its 
product “Silvo” cannot prevent others from choosing another word similarly derived 
from silver for a similar product, provided that the similarity of the words is not such 
as to cause confusion. The Tribunal holds that “Silvex” is sufficiently different from 
the name “Silvo” as to make confusion impossible. It follows that the seizure was 
unwarranted and the plaintiff is not entitled to prevent the defendant from using the 
word “Silvex.” 

(3) With regard to the claim for unfair competition, the Tribunal held that the boxes and 
wrappers used by the plaintiff have nothing of the orginal so that the use of similar 
boxes and wrappers by the defendant is not reprehensible. 

(4) On the other hand, the labels affixed to the boxes by the defendants present such 
a close similarity to those of the plaintiff that confusion of the public is quite possible. 
The fact that the boxes indicate that the defendants’ product is made in Egypt is 
immaterial. 

(5) The similarity of the labels added to the use by the defendants of a word mark which 
resembles somewhat that of the plaintiff and to the use of boxes and wrappers identical 
to those of the plaintiff tend to show the bad faith of the defendants. Accordingly, the 
case of unfair competition is amply proven. 

(6) In view of this finding, the plaintiff’s prayer for damages succeeds. However, since 
during the time the defendants’ product was on the market, “Silvo” was not marketed 
in Egypt, the Tribunal fixes the amount of damages at fifty Egyptian Pounds only. 

(7) The plaintiff’s further prayer for an order prohibiting the defendant from selling in 
the future the “Silvex” product in the objectionable label also succeeds. The publica- 
tion of the decision in newspapers is also ordered. 

(8) In view of the final result of the case, the defendant’s counter-demand for damages on 

account of the unlawful seizure must be rejected. 




























THIRTY-NINE TRADE-MARK BULLETIN 


TRADE-MARKS IN PERU 










We are informed that a new, classification of goods for purposes of trade-mark 
registration is in preparation by the Government in Peru. In the meantime, an 
important change was made by Circular dated June 26, 1944, of the Department 
of Industrial Property of the Ministry of Fomento with respect to Class 79 which 
covers “Pharmaceutical products, and specialties, objects for bandages, disin- 
fectants and veterinary products.” 

The Circular points out that applicants in the past obtained registrations for 
all goods in this class in respect of suggestive trade-marks formed by a root or 
prefix which suggests or evokes the chemical composition of the product and a 
suffix commonly used in the pharmaceutical industry. These marks cannot logi- 
cally and in fact be used except for a definite product or specialty, otherwise they 
would be confusing to the public or be absurd. It could not be the thought that 
legislators then intended to permit these persons to preempt the entire Class 79. 
The practice, the Circular states, has been an abuse and has formed the basis of 
innumerable oppositions which complicate and upset good administrative service. 
For the purpose of correcting this anomaly, it is now provided that in the future: 



















(1) registration of suggestive trade-marks in Class 79 be granted exclusively for a single 
product or specialty which the applicant must describe precisely indicating at the same 
time its therapeutical properties ; 

(2) no opposition will be admitted alleging phonetic or graphic similarity based on a 
registration of a suggestive mark granted in the past, when in fact such mark covers 
a product of a distinct nature and of different therapeutical properties from those on 

which the registered mark is used. 














These provisions do not apply to commercial names, firm names and marks 
which, not being suggestive, may be used to distinguish all kinds of pharmaceutical 
products without hurting logic. They also do not apply to “chemical products for 
industry” in Class 11. 








TRADE-MARKS IN URUGUAY 










In our issue of last January we reported on the Uruguayan Decree of July 23, 
1943, which sought to abolish all discretionary power on the part of the trade-mark 
authorities in passing upon the question whether a new trade-mark was confusingly 
similar to a prior registered trade-mark. The Decree established the rigid and 
absolute rule that in order that a new mark may be registered it “must be totally 
different from those already registered.” This rule was incorporated in the Trade- 
Mark Law by amendment of Art. 33. 

In commenting on this Decree, we wrote: 










In view of the multiplication of products and the difficulty in some fields of devising 
marks which are entirely different from previous marks, it will increase tremendously the 
difficulty of registering trade-marks in Uruguay, since more often than not it will be 
found there will always be on the register a mark somewhat similar to the one to be 
registered. 
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Experience with the application of the Decree has shown that our fears were 
not only justified, but very mildly expressed. The decisions issued on application 
of the Decree have reached a maximum of absurdity. Trade-marks are refused 
if there is on the register a trade-mark with which they may have some letters in 
common, although the words are entirely different otherwise, or with which they 
may be related distantly in idea or historical connotation. 

It will be recalled that the procedure in Uruguay on applications and oppositions 
is a particularly cumbersome one. The file is sent by the Trade-Mark Office to 
the National Chamber of Commerce and then to the Government Attorney who 
render opinions. On its return to the Trade-Mark Office, a report is issued by it 
and the case then goes to the Minister for his decision. There is a suspicion that 
some of these authorities have intentionally gone to extreme lengths in the appli- 
cation of the Decree in order to bring out its absurdity. 

Recently, the National Chamber of Commerce applied to the Ministry of Indus- 
tries for the repeal of the Decree. In response, the Ministry submitted to the 
Chamber of Commerce a draft of a proposed new decree which, however, the 
Chamber rejected. The general feeling is that the Decree of July 23, 1943, will 
be repealed. This cannot come too soon. 





TRADE-MARK LICENSES IN BRAZIL 


It has always been assumed that a license for the use of a trade-mark was per- 
missible under the Brazilian law although there was no provision in the law or regu- 
lations on trade-marks. Decisions of the Patent Office and of the Council of 
Appeals have taken note of licenses and held that the use of a trade-mark by the 
licensee is tantamount to use by the trade-mark owner. However, the informality 
of license agreements made it sometimes difficult for the authorities to ascertain 
whether a trade-mark was in fact used as provided for by the user requirements of 
the Brazilian law. It was therefore thought that the recordal of license agreements 
might afford proper legal evidence to registered trade-mark owners. 

To effectuate this object, Brazilian Decree No. 6214 of January 20, 1944, con- 
tains the following articles: 


Art. 7. The owners of trade-marks registered in Brazil may authorize the use of same to 
third parties, duly established, by contract of use in proper legal form. 

§ 1—The contract shall produce only effects after recording at the National Depart- 
ment of Industrial Property where the documents will remain on file. 

§ 2—The grantee of the license shall, without altering the characteristics of the mark, 
include in the respective cliché, for purposes of publication, his name as authorized 
manufacturer of the product. 

Art. 8. From the decision authorizing or denying the recording of the contract of use an 
appeal will lie within the period of 60 days from date of publication to the Council 
of Appeals of Industrial Property. 


Under this Decree, licenses may be granted to parties “duly established.” This 
does not mean “established in Brazil.” The trade-mark owner in the United 
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TRADE-MARKS IN PERU 





We are informed that a new, classification of goods for purposes of trade-mark 
registration is in preparation by the Government in Peru. In the meantime, an 
important change was made by Circular dated June 26, 1944, of the Department 
of Industrial Property of the Ministry of Fomento with respect to Class 79 which 
covers ‘Pharmaceutical products, and specialties, objects for bandages, disin- 
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cally and in fact be used except for a definite product or specialty, otherwise they 
would be confusing to the public or be absurd. It could not be the thought that 
legislators then intended to permit these persons to preempt the entire Class 79. 
The practice, the Circular states, has been an abuse and has formed the basis of 
innumerable oppositions which complicate and upset good administrative service. 
For the purpose of correcting this anomaly, it is now provided that in the future: 


(1) registration of suggestive trade-marks in Class 79 be granted exclusively for a single 
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of the Decree have reached a maximum of absurdity. Trade-marks are refused 
if there is on the register a trade-mark with which they may have some letters in 
common, although the words are entirely different otherwise, or with which they 
may be related distantly in idea or historical connotation. 

It will be recalled that the procedure in Uruguay on applications and oppositions 
is a particularly cumbersome one. The file is sent by the Trade-Mark Office to 
the National Chamber of Commerce and then to the Government Attorney who 
render opinions. On its return to the Trade-Mark Office, a report is issued by it 
and the case then goes to the Minister for his decision. There is a suspicion that 
some of these authorities have intentionally gone to extreme lengths in the appli- 
cation of the Decree in order to bring out its absurdity. 

Recently, the National Chamber of Commerce applied to the Ministry of Indus- 
tries for the repeal of the Decree. In response, the Ministry submitted to the 
Chamber of Commerce a draft of a proposed new decree which, however, the 
Chamber rejected. The general feeling is that the Decree of July 23, 1943, will 
be repealed. This cannot come too soon. 





TRADE-MARK LICENSES IN BRAZIL 


It has always been assumed that a license for the use of a trade-mark was per- 
missible under the Brazilian law although there was no provision in the law or regu- 
lations on trade-marks. Decisions of the Patent Office and of the Council of 
Appeals have taken note of licenses and held that the use of a trade-mark by the 
licensee is tantamount to use by the trade-mark owner. However, the informality 
of license agreements made it sometimes difficult for the authorities to ascertain 
whether a trade-mark was in fact used as provided for by the user requirements of 
the Brazilian law. It was therefore thought that the recordal of license agreements 
might afford proper legal evidence to registered trade-mark owners. 

To effectuate this object, Brazilian Decree No. 6214 of January 20, 1944, con- 
tains the following articles: 


Art. 7. The owners of trade-marks registered in Brazil may authorize the use of same to 
third parties, duly established, by contract of use in proper legal form. 

§ 1—The contract shall produce only effects after recording at the National Depart- 
ment of Industrial Property where the documents will remain on file. 

§ 2—The grantee of the license shall, without altering the characteristics of the mark, 
include in the respective cliché, for purposes of publication, his name as authorized 
manufacturer of the product. 

Art. 8. From the decision authorizing or denying the recording of the contract of use an 
appeal will lie within the period of 60 days from date of publication to the Council 
of Appeals of Industrial Property. 


Under this Decree, licenses may be granted to parties “duly established.” This 
does not mean “established in Brazil.” The trade-mark owner in the United 
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States may grant a license for the use of his registered trade-mark to a licensee 
located in Canada or in England. “Duly established” means properly qualified 
to perform under the license. Thus, as the Brazilian law has special requirements 
for the manufacture of pharmaceutical products, a license for the use of a trade- 
mark used on such products could only be granted to a manufacturer of pharma- 
ceutical products. Also the Patent Office may require that the Brazilian licensee 
prove that he is regularly organized under Brazilian law and pays local taxes. 

The Decree refers to the licensee as the authorized “manufacturer” and it implies 
that recordal of the license is required when manufacturing rights are granted. 
It is not necessary to grant or record a license with respect to the importation or 
distribution of products of the trade-mark owner by another party in Brazil. 

The Decree does not specifically provide that licenses for trade-marks must be 
recorded in the Patent Office, but it does say that such licenses can produce effects 
only when so recorded. 
































TRADE-MARKS IN DANGER IN ECUADOR 





The present revolutionary government of Ecuador has issued under the signa- 
ture of the President of the Republic a decree on August 9, 1944, which reads as 
follows: 





Article 1—The Minister of Economy is empowered to review the grants of patents and 
trade-marks and declare null those which are judged contrary to the interests of the country 
and prejudicial to the aspirations of the citizens. 

Article 2—The execution of this decree is entrusted to the Minister of Economy and 
this will enter into effect from the date of its publication. 





The preamble of the Decree refers to the object of the Revolution of May 28 
which “is to establish a régime of justice which gives opportunity that all citizens 
of Ecuador may avail themselves of the resources of their efforts and capacity” 
and to the necessity “to rectify acts notoriously unjust of the previous régime and 
to promote the activity of citizens for their benefit and that of the country.” 

This Decree in its broad and unlimited terms has inspired great fears since its 
promulgation. It involves an attack on private property rights by executive action 
without elemental controls. Not only is no provision made for court review of 
such action but not even for the minor guarantee of advice or control by a council 
or board of technical experts or representative organizations. In its crudity it has 
no parallel in the history of patent or trade-mark legislation of any country at any 
time. The Minister of Economy may cancel any patent and trade-mark of a 
private individual or corporation as he sees fit or as he may be moved to do by 
hidden interests. 

We have been informed that the Minister has already acted in one case. On 
the request of the publishers of a Mexican “Tiempo” magazine which is to all 
appearances a copy of the well known “Time” magazine, and the circulation of 
which the owners of “Time” succeeded in suppressing through the Courts of 
Ecuador on the ground that it infringed their local “Time-Tiempo” registration, 
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the Minister by Official Action dated September 11, 1944, cancelled this registration 
insofar as it covered magazines. The action is explained officially as based on the 
Minister’s conception that the title of a magazine is not properly a trade-mark 
registrable under the Trade-Mark Law of Ecuador and that therefore such regis- 
tration was illegal. In effect, the ground of the action of the Minister may be 
quite different. 

In any case, the above Decree violates elementary respect for private property 
rights and it is hoped that sounder views will prevail in the Government of Ecuador 
and that it will be repealed without delay. 


FRENCH COURT PROTECTS USE OF COLOR AS TRADE-MARK 


A decision of the Paris Court of Appeals, handed down on March 22, 1944, 
concerned the use of a rose color on a label used on baking powder. 

French Courts in earlier decisions had passed on the validity of color or a com- 
bination of colors in a trade-mark and had declared protectable the following: A 
strip of distinctive color on fabrics, a gilt ribbon at the base of a wax taper, salmon 
color on a label, such as used on Javel water, etc. Rarely, however, had a case like 
the present been adjudicated relating to a single color applied to the ensemble of 
the product or to its container. 

The present decision is of particular interest for the reason that, revising a 
former holding that had recognized the rights invoked, but under the form of a 
complex mark of which color was only one of the elements, the court held, on the 
contrary, that said color is protectable independently, that is, per se by reason of 
its arbitrary character and in view of its long user. 

Plaintiffs cited several registrations of their marks, especially two registrations 
in color which consisted, the one of an ensemble of a sheet of paper intended to be 
fastened together in order to make up the sachet, and the other of the obverse. 
These two registrations were composite, that is, the sachets were provided with all 
their markings which comprised different elements, all more or less distinctive, and 
especially the notation “Alsatian Baking Powder,” and the design of an Alsatian 
woman holding a cake. The two registrations in color were made in 1932 and 
1935, but the applicants claimed user going back to more than forty years. 

The defendant’s sachets were of a rose color and of the same form but of two 
different types. The first, however, showed a design of a Lorraine woman in 
place of the Alsatian on the plaintiff’s label, and the second featured trade-marks 
used in the defendant’s business together with the rose color. Notwithstanding de- 
fendant’s claim that sachets of this kind having a rose color had been known for a 
long time in the industry, the Court held defendant’s label to be a counterfeit of 
plaintiff’s container as the rose color was its salient feature, quite independent of 
the nature of the product. 



































168 THIRTY-NINE TRADE-MARK BULLETIN 
This decision shows an adherence to the soundest principles in such matters in 
their application to the color of an envelope and makes besides a proper application 


of the provisions of the Union Convention.’ 


1. Etablissements Moench v. Halhoute; La Propriété Industrielle, June 30, 1944, p. 91. 
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Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, April, 1942 and the June, 1943 Reporter, delivered 
in condition for binding ; for two copies of the 1940, Index, 50 cents each. 


Copies of the Master Index, vols. I and II. 


For Sale: War Measures Relating to Industrial Property (Supplement to 
the January, 1944, issue), $0.75. 


Amdur’s “Outline of Trade-Mark Law,” paper, $0.75, postpaid. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
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